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1 . Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1 to 7, drawn to a coating composition, classified in class 528, 
subclass 42. 

II. Claims 8 to 19, drawn to a coated substrate, classified in class 428, 
subclass 447. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions of Group I and Group II are related as mutually exclusive species in 
an intermediate-final product relationship. Distinctness is proven for claims in this 
relationship if the intermediate product is useful to make other than the final product 
(MPEP § 806.04(b), 3rd paragraph), and the species are patentably distinct (MPEP § 
806.04(h)). In the instant case, the intermediate product is deemed to be useful as a 
coating composition for non-transparent substrates, as an elastomer or rubber film that 
is free-standing or as a lubricant and the inventions are deemed patentably distinct 
since there is nothing on this record to show them to be obvious variants. Should 
applicant traverse on the ground that the species are not patentably distinct, applicant 
should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either 
instance, if the examiner finds one of the inventions anticipated by the prior art, the 
evidence or admission may be used in a rejection under 35 U.S.C. 103(a) of the other 
invention. 

3. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art because of their recognized divergent subject 
matter, restriction for examination purposes as indicated is proper. 

4. During a telephone conversation with Richard Gallagher on 2/8/06 a provisional 
election was made with traverse to prosecute the invention of Group I, claims 1 to 7. 
Affirmation of this election must be made by applicant in replying to this Office action. 
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Claims 8 to 19 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

5. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 . 1 7(i). 

6. Subsequent to making this restriction, it became apparent to the Examiner that it 
would not be an undue burden on the Examiner to include some of the non-elected 
claims in the examination of claims 1 to 7. As a result claims 8, 9, 16 and 17 have been 
rejoined and are currently under consideration. The Examiner stresses that she still 
believes the restriction requirement per se to be proper. Thus if applicants were to 
amend, for instance, claim 8 as a result of this office action to include limitations of a 
claim that remain non-elected, claim 8 will then be withdrawn from consideration. 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 1 , 2, 4, 5 and 7 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Kim et al. 
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Kim et al. teach fluorocarbon silicone compositions. See for instance the organo- 
silane on line 1 5 of column 1 , as it corresponds to formula (A) in instant claim 1 . See for 
instance examples 1 and 2 on columns 5 and 6 which show compositions meeting claim 

1, claims 4 and claim 5. Since the disilane (A) can be 100% of the composition in claim 

2, this claim is also met by the teachings in Kim et al. 

Kim et al. fail to teach the resulting refractive index of the cured composition. 
The composition in Kim et al., however, is the same as that found in claim 1 . Products 
of identical chemical composition can not have mutually exclusive properties. A 
chemical composition and its properties are inseparable. Therefore, if the prior art 
teaches the identical chemical structure, the properties applicant discloses and/or 
claims are necessarily present. 

10. Claims 3 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kim et al. 

For claim 3, patentees fail to specifically show a combination of a disilane (A) and 
an organosilicon compound (B) as claimed. The bottom of column 4 teaches that the 
disilanes in Kim et al. can be admixed with the general formula silane on lines 65 to 70. 
Example 14 exemplifies such a mixture. The silane on column 1 1 , line 68, differs from 
the silane (B) only in that (B) requires three hydrolyzable groups while the silane on 
column 1 1 only has 2. As can be seen from the general formula on column 4, however, 
silanes having three hydrolyzable groups are well within the breadth of Kim et al. and 
can be used in the admixtures therein as easily as silanes having two groups. From this 
one having ordinary skill in the art would have been motivated by the teachings in Kim 
et al., particularly Example 14 and the teachings on column 4, to condense a silane of 
formula (B) with the disilanes taught in Kim et al. with, at least, a reasonable expectation 
of success. 

For claim 6, note that the only difference between the second silane in this claim 
and that in Example 3 of Kim et al. is that the silane in Kim et al. has terminal CI 
hydrolyzable groups rather than alkoxy. Column 3 teaches that alkoxy groups such as 
methoxy and ethoxy can be used in the alternative with CI atoms as hydrolyzable 
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groups. From this the skilled artisan would have found the use of an ethoxy or methoxy 
group rather than the CI atoms shown in Example 3 to have been obvious. 

11. Claims 1, 2, 4, 6 and 7 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Arai et al. 

Arai et al. teach room temperature curable siloxane compositions that include di- 
silane compounds meeting the general formula (A). See particularly column 4, line 44, 
which shows a disilane meeting (A), including the particular compound in claim 6. 
Again, since the composition of claim 2 can be 100% of compound (A) this claim is met 
by Arai et al. as well. 

The Examiner relies on the rationale noted supra with regard to the limitation of 
claim 7, as it will necessarily be present in the composition of Arai et al. 

12. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Arai et al. 
Arai et al. teach that a silane compound is added to the composition that includes 

the disilane compound noted above. See column 3. The amounts overlap with those 
found in claim 3. For instance the silane (B) in Arai et al. can be present in an amount 
of .5 parts by weight while the disilane (C) in Arai et al. can be present in an amount of 
15 parts by weight. Since these amounts are both specifically disclosed by Arai et al. 
the skilled artisan would have found a composition having compounds in these amounts 
to have been obvious. 

Column 3 exemplifies some silanes that can be used in this composition. Line 28 
specifically shows a chlorine substituted alkyl group but column 2, lines 61 and 62, 
which provide the definition of R 8 in the silane (B), teaches that the alkyl groups can be 
substituted by either fluorine or chlorine halogen atoms. As such the skilled artisan 
would have found the modification of the R 8 group in the silane (B) such that it includes 
a fluorine atom rather than a chlorine atom to have been obvious. 

13. Claims 1 , 2, 4 to 9 and 16 are rejected under 35 U.S.C. 102(b) as being anticipat- 
ed by Yoneda et al. 
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Yoneda et al. teach a surface treatment composition. As a compound capable of 
forming a coating film Yoneda et al. specifically show a compound meeting formula (A) 
as well as preferred claims 4 and 6. See compound A-13 and note column 6, lines 34 
and 35, which teaches that Ci_ 4 alkoxy groups are the preferred hydrolyzable groups. 
Again, since compound (ii) is optional in claim 2 Yoneda et al. anticipate this claim. Col- 
umn 25, line 15, teaches a solvent amount meeting claim 5. 

For claim 7, the Examiner relies on the rationale noted supra. In addition please 
note column 26, lines 6 to 10, which teaches that the composition therein has a low 
refractive index. 

For clams 8 and 9, see column 26, line 34, which teaches a transparent 
substrate. This also meets claim 16. 

14. Claims 3 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yoneda et al. 

Yoneda et al. teach three different compounds that can be used as the 
compound capable of forming a coating film. Various compounds on column 13 meet 
the organosilicon compound (B) in claim 3. See for instance B-1 , B-5 and B-7. Column 
21 , lines 52 and on, specifically teach using the compounds A and B as a mixture. This 
differs from that claimed only in that the amount of A or B in the mixture is not specified. 
However adjusting the amount of A and B in a mixture would have been well within the 
skill of the ordinary artisan. It has been held that where the general conditions of a 
claim are disclosed in the prior art, discovering the optimum or workable ranges 
involves only routine skill in the art (i.e. does not require undue experimentation). For 
instance, if one were to desire a composition having a mixture of A and B, starting by 
adding just a slight amount such as 1 wt% of B to a composition of A and increasing the 
amount in increments would have been an obvious means of determining the optimum 
amount of B and A. In this manner the amount in claim 3 would have been obvious. 

For claim 17, note column 27, line 20, which generally teaches transparent 
plastic plates. While the particular resins of claim 17 are not taught, the selection of 
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commonly used and well known transparent plastics, such as polycarbonate, would 
have been obvious to the skilled artisan in view of the teachings of Yoneda et al. 

1 5. Pierce et al. is cited as being of general interest. This reference teaches a 
disilane within the breadth of general formula (A) but is not as close to the claims as the 
prior art references cited supra. 

1 6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Margaret G. Moore whose telephone number is 571- 

272- 1090. The examiner can normally be reached on Monday to Wednesday and 
Friday, 10am to 4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571) 272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). . ii/ 

Mareraret G. Moore 
Prima y Examiner 
ArUJnjt 1712 
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